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closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

• This action is responsive to the following communication: an Amendment filed on 8/19/05. 

• IDS filed on 8/19/05 has been considered and entered. 

• Claims 1, and 3-18 are pending; claims 2, 19-44 have been canceled. 

Claim Objections 

• Claim 1 is objected to because of the following informalities: "(a), (b), and (c)" should read as 
"(c), (d), and (e)". Appropriate correction is required. 

• Claim 8 objected to because of the following informalities: Dependent claim 8 cannot depend 
upon canceled claim 2. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 3-4, 9-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dymetman et 

al (US 6330976), and in view of Mori (US 6137590). 

Regarding claim 1, Dymetman discloses a method of printing a digital photograph 
(printing photographic images, fig. 4, col. 12, lines 58-67) including the following steps: 

• transmitting (i.e. network as shown in fig. 9) instruction for printing the photograph to a printer 
(col. 12, lines 58-67); 

• printing (printing photographic images onto a print media surface, col. 12, lines 58-67) the 
photograph onto a surface (i.e. marking medium, col. 7, iines 42-51) using the printer; 

• also printing on the surface, coded data (i.e. location code uniquely defining the position of 
cell, col. 12, lines 40-45, and please notes, different codes such as page identification code can 
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also be printed, col. 9, lines 15-21) indicative of an identity of the surface and at least one 
reference point on the surface, using the printer, such that an optical sensing device (optical 
sensing pointer 502, fig. 1), when placed in an operation position relative to the surface (optical 
sensing pointer 502 for sensing coded data printed on the document, i.e. marking medium), can 
generate indicating data using at least some of the coded data (marking medium 2 of fig. 1 
contains coded data and wherein an optical sensing pointer 502 is implemented for detecting 
location of the document and zones within the document's surface, figs. 3-7, col. 3, lines 39-67, 
col. 4, lines 24-35, col. 7, lines 42-67 and col. 8, lines 45-67), the indicating data comprising data 
regarding the identity of the surface and data regarding a position of the sensing device relative 
to the surface (optical sensor pointer 502 for detecting/sensing the marking medium's 
location/position/zones of the document's surface, col. 8, lines 40-67 to col. 9, lines 1-22, and 
col. 11, lines 28-45), whereby a computer system (optical sensor pointer 502 senses the coded 
data and transmits to a computer systems via a network 610, fig. 9, col. 8, lines 40-67 to col. 9, 
lines 1-22) can determine a photograph identity and/or an action relating to the photograph using 
at least some of the indicating data (i.e. retrieving a digital page of the printed document using an 
optical sensor pointer, and an optical sensor pointer for sensing the coded data printed on the 
document, figs. 1-2, cols. 7-9, and col. 1 1, lines 28-45 and figs. 13-15, also for Microsoft Word 
document and/or PowerPoint documents, col. 18, lines 45-55). 

Dymetman teaches a method of printing document data and coded onto a print media 
surface, but fails to teach a computer system allocating and recording a photograph identification 
code; associating said photograph with said photograph identification code in the computer 
system; and printing the photograph and coded data at the same time. 

Mori, in the same field of endeavor for printing, teach a computer system (fig. 1) 
allocating and recording a photograph identification code (identification code assignment section 
7 of fig. 1 for issuing and allocating identification code 10a, fig. 2); associating said photograph 
with said photograph identification code (associating identification with a document/photograph, 
ref 10a, fig. 2, abstract and col. 1, lines 55-67) in the computer system; and printing the 
photograph and coded data at the same time (printing document 10 and identification code 10a at 
the same time, fig. 2, col. 4, lines 35-40). 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify the printing method of Dymetman to include a method of printing a coded 
data and photograph at the same time as per teaching of Mori because of a following reason: (1) 
to re-print the same image more efficient by scanning/reading the identification code without 
having to re-issue the print command; (2) reduce hardware costs and time by printing both coded 
data and document data same time. 

Therefore, it would have been obvious to combine Dymetman and Mori to obtain the 
invention as specified in claim 1 . 

Regarding claim 2, Dymetman further discloses a method according to claim 1 wherein 
the identify of the photograph is determined by an identification code (i.e. page ED, col. 32, lines 
49-67) issued by a server which issues photograph identification codes. 

Regarding claim 3, Dymetman further discloses a method according to claim 1 wherein a 
copy of the photograph may be requested by directing an optical sensing device (pointer 502, fig. 
1) towards a zone (zone within document on the surface, col. 11, lines 28-42) on the surface, 
which causes the optical sensing device to sense coded data on the surface and transmit a 
message to a printer which in turns causes the printer to print a copy of the photograph. 

Regarding claim 4, Dymetman further discloses a method according to claim 1 wherein a 
digital copy of the photograph (i.e. digital photograph is retrieved from a server via using coded 
data printed on surface of the document, col. 10, lines 15-47 and col. 12, lines 58-67 and col. 18, 
lines 45-56) is archived separately from the printed photograph and the original digital 
photograph. 

Regarding claim 9, Dymetman further discloses a method according to claim 1 wherein 
data indicative of an action is forwarded from an optical sensing device to a printer when the 
optical sensing device is used to designate a particular zone of the surface (using zones, col. 16, 
lines 52-61). 
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Regarding claim 10, Dymetman further discloses a method according to claim 1 wherein 
the surface has printed on it one or more options which a user may select, each associated with a 
designated zone on the surface, and the user selects an option by moving an optical sensing 
device on the surface within the associated zone (using zones, col. 16, lines 52-61), the optical 
sensing device transmitting data indicative of the user' s selection to a printer. 

Regarding claim 11, Dymetman further discloses a method according to claim 1 wherein 
a user annotates the photograph with text by writing with an optical sensing device on the 
surface, data indicative of the movement of the optical sensing device being transmitted to a 
printer and converted to computer text (pointer device 502 for writing text on coded substrate, 
col. 17, lines 5-36). 

Regarding claim 12, Dymetman further discloses a method according to claim 1 wherein 
a user signs the photograph by writing the user's signature on the surface with an optical sensing 
device (pointer device 504, col 17, lines 10-35), data indicative of the movements of the optical 
sensing device being transmitted to printer, the signature thereafter being verified by comparison 
with a known signature of the user (signature authentication and handwriting recognition, col. 
17, lines 5-35 and col. 22, lines 61-65). 

Regarding claim 13, Dymetman further discloses a method according to claim 1 wherein 
a user requests one or more other documents or photographs to be printed (i.e. Fax icon, col. 22, 
lines 24-48) by directing an optic sensing device to a zone on the surface (zones, col. 16, lines 
51-62). 

Regarding claim 14, Dymetman further discloses a method according to claim 1 wherein 
a user requests one or more other documents or photographs to be printed by directing an 
optional sensing device to a zone on the surface (pointer 502 for sensing and retrieving 
documents to be printed via using coded data, col. 8, lines 45-67 and col. 9, lines 10-45). 
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Regarding claims 15-17, Dymetman teaches where the coded data is printed using an 
infrared ink and/or infrared-absorptive ink (cols. 1 1, lines 45-67 to col. 12, lines 1-25). 

Regarding claim 18, the printer automatically binds the pages together are widely known 
in the art (i.e. copy machine with stapler options). 

Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mori and Dymetman 
as described in claim 1 above, and in view of Mclntyre et al (U.S. 6102505). 

Regarding claim 5, Mori and Dymetman teaches limitations (b) through (e) (see claim 1 
above for more details), but does not teach a photograph is taking using a digital camera. 

Mclntyre, in the same field of endeavor for coded data, teaches a digital camera for 
taking digital photograph images (digital camera, fig. 1). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify Mori and Dymetman as per teachings of Mclntyre because of a following 
reason: (•) a digital camera which allows operator to take digital images and encrypted with 
barcodes. 

Therefore, it would have been obvious to combine Dymetman and Mori with Mclntyre to 
obtain the invention as specified in claim 5. 

Regarding claims 6-7, the combinations of Mori, Dymetman and Mclntyre further 
teaches wherein the digital camera and printer form an integrated unit (fig. 1, col. 2, lines 55-67, 
Mclntyre), the step of transmitting the digital photograph is done by means of a transmitter 
located in or proximate the integrated unit, the step of assigning an identification code is 
conducted on a computer (barcode is assign via file server and/or printer server, col. 6, lines 26- 
45) remote from the integrated unit, and the identification code is transmitted from the remote 
computer to the integrated unit before the digital photograph is printed . 

Regarding claim 8, the photograph identification code is also sent to a digital camera 
which took the photograph for future reference (image took by camera is also encrypted with 
barcodes, cols. 4, lines 50-67, Mclntyre). 



Application/Control Number: 09/575,145 
Art Unit: 2624 



Page 7 



Response to Arguments 

Applicant's arguments filed 8/19/05 have been fully considered but they are not persuasive. 

• Regarding claim 1, the applicants argued the cited prior art of record (US 6330976 to 
Dymetman et al) fails to teach and/or suggest "a computer system allocating and recording a 
photograph identification code; associating said photograph with said photograph identification 
code in the computer system". 

In response to applicant's argument that the references fail to show certain features of applicant's 
invention, it is noted that the features upon which applicant relies (i.e., "a computer system 
allocating and recording a photograph identification code; associating said photograph with said 
photograph identification code in the computer system") are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 
1993). Notes: limitations/features from canceled claim 2 are not equivalent as to newly added 
features/limitations as cited in claim 1 . 

• Regarding claim 1, the applicants repeatedly argued the computer system as presented in claim 
1 "automatically" associates a photo ID with each digital photograph as compared to manual 
association as taught by Dymetman. 

In response, the examiner notes that the applicants are argued subject matter that are not 
presented in claim 1, e.g. "automatically associates a photo ED with each digital photograph. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thierry L. Pham whose telephone number is (571) 272-7439. 
The examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571)272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
Thierry L. Pham J\ A 
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